United States Court of Appeals 
for the 


District of Columbia Circuit 


TRANSCRIPT OF 
RECORD 


— W: ‘Kaownss Defonnt Appelee 


‘Aogbel from Onder f the Using Staten Distsict Cos fo the Sra 
spesgig naga 


See te Fics 
Wit B, Kerxam dr = 
“Attorneys for. Planta i 
Appellant ee 
100: 10th St. NAV 
“Washington 1, D: : 


“Of Counsel: 
Toa P & 2% Tnited- ‘States Court of Appeals 


2630 Sth Ave. ae Sse. of Consonant Circuit : 


5 > New York 20, N.Y. 


STATEMENT OF QUESTION PRESENTED 


The question is whether, the District Court having juris- 
diction of the subject matter of the action, since it arises 
under the Patent Laws of the United States, it may enter 
an order transferring the action to the Western District of 
Washington, where the defendant resides, notwithstanding 


the fact that the defendant was personally served by the 
United States Marshal in Seattle and not in the District 
of Columbia. 


SUBJECT INDEX 


Jurisdictional Statement 
Statement of the Case 


Appellant’s Error in Commencing This Action in the 
District Court for the District of Columbia 


Statement of Points 
Summary of Argument 


I. Regardless of the Question of Venue, the District 
Court for the District of Columbia Had Jurisdic- 
tion Over the Subject Matter of the Suit 


Tl. A Transfer Is Authorized Under 28 U.S.C. 
1406(a) and Is Required in the Interest of Justice 


Conclusion 
Joint Appendix 
Complaint 
Motion to Dismiss for Want of Jurisdiction 


Motion to Transfer Case to Western District of 
Washington 


Order of March 11, 1959 
Notice of Appeal 
Summary by District Court of Position of Parties 


TABLE OF CASES CITED 


First National Bank v. United Air Lines, 190 F. 2d 493 
interna oan Inc. v. Thomsen et al., 218 F. 
d 51 
Lewis Blind Stitch Co. v. Arbetter Co., C.C. Ill, 1910, 
181 Fed. 974 


Page 


Orion Shipping and Trading Company v. United 
States, 247 F. 2d 755, 757 

Orr v. United States, 174 F. 2d 577, 580 

Orsulak v. Federal Commerce and Navigation Co., 168 
F. Supp. 15 -..--.--- eee ee eee 

Petroleum Financial Corp. v. Stone, 116 F. Supp. 426, 
Southern District of New York 

1943, 78 App. D.C. 15, 136 F. 2d 


RULES, STATUTES AND TEXTBOOKS 
Federal Rules of Civil Procedure, Rule 61 


Statutes 
65 Stat 726 oy 28 U.S.C. 1291 (1952) 


Moore (1956 Supplement to Moore *s Federal Practice— 
p. 315) 


United States Court of Appeals 


For rue District or Cotumsia Circuir 


No. 15,150 


Amerio Contacr Puats Freezers, Inc., Plaintiff-Appellant 
—against— 


Frank W. Knowtes, Defendant-Appellee 


Appeal from Order of the United States District Court for the 
District of Columbia 


BRIEF FOR PLAINTIFF-APPELLANT 


JURISDICTIONAL STATEMENT 


This is an appeal from an Order entered in this case on 
March 11, 1959 (J.A. 5a) dismissing without trial the com- 
plaint herein and denying the motion to transfer the case 
to the Western District of Washington pursuant to the 
provisions of 28 U.S.C. 1406(a). Notice of appeal from 
this Order was filed and served on April 10, 1959. 


The present appeal is based on the grounds (1) that the 
District Court for the District of Columbia had jurisdic- 
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tion of the subject matter of the suit for the reason that 
it arose under the patent laws and under 28 U.S.C. 1338(a) 
every District Court in the United States has jurisdiction 
over any civil action arising under the patent laws, and 
(2) that if it was an error to bring the action in the Dis- 
trict of Columbia that error could have been speedily recti- 
fied by granting the motion of plaintiff-appellant to trans- 
fer the case to the Western District of Washington under 
28 U.S.C. 1406(a), which motion was denied. Since the 
denial of the motion and the dismissal of the complaint 
denied appellant’s right to a trial on the merits and con- 
stituted a final decision of the District Court, this Court 
has jurisdiction to hear this appeal under 65 Stat. 726 
(1951), 28 U.S.C. 1291 (1952). If these issues are decided 
in appellant’s favor the bill must be reinstated for it is in 
proper form. 


STATEMENT OF THE CASE 
Plaintiff-Appellant, Amerio Contact Plate Freezers, Inc., 


a corporation of the State of New Jersey, having its 
principal place of business at No. 280 Gorge Road, 
Cliffside Park, New Jersey, is the owner by assignment 
dated June 9, 1959, of United States Letters Patent No. 
2,697,920 of Kenneth G. Mackenzie for “Food Freezing 
Apparatus”’. 


This patent originally issued on December 28, 1954, to 
General Foods Corporation as assignee of said Mackenzie, 
General Foods being the original plaintiff in this action. 
This patent became involved in an interference proceeding 
in the United States Patent Office with an application of 
one Frank W. Knowles, Interference No. 88,174. Said 
Knowles was the prevailing party in the interference as 
evidenced by a decision from the Board of Interference 
Examiners of the United States Patent Office dated Sep- 
tember 26, 1958. 


The party Mackenzie (General Foods Corp., assignee) 
thereupon served notice of his appeal under 35 U.S.C. 141 
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to the United States Court of Customs and Patent Ap- 
peals. Knowles on Dee. 9, 1958, served on Mackenzie 
notice of his election under 35 U.S.C. 141 to have all 
further proceedings conducted as provided in Sec. 146 of 
Title 35, United States Code. 


Within the statutory period therefor provided, General 
Foods Corporation, as assignee and owner of the Mackenzie 
patent, commenced the instant action by the filing of a 
complaint in the United States District Court for the 
District of Columbia, Civil Action File No. 68-59. This 
complaint is set forth in the Joint Appendix at page 
No. la. Personal service on the defendant Knowles was 
effected in the Western District of Washington by the 
U. S. Marshal in that District on written instructions 
from the U. S. Marshal in and for the District of Columbia. 


Defendant, without filing an answer, appeared specially 
and moved for dismissal of the action for want of jurisdic- 
tion thereof because of the fact that defendant was a 
resident of the State of Washington. This motion is set 
forth on page 4a of the Joint Appendix. At about the 
same time plaintiff brought on a motion to transfer the 
case to the Western District of Washington (JA 5a). 


Both motions were argued orally the same day before 
Hon. Matthew F. McGuire, Judge of the District Court. 
The Clerk’s entry in the docket merely stated that the 
Court granted the motion to dismiss for want of jurisdic- 
tion and ruled as follows on the motion to transfer the case 
to the Western District of Washington “Denied (No 
jurisdiction) ’’. 


This entry does not show whether he meant jurisdiction 
of the subject matter or jurisdiction of the person of the 
defendant, or both. 


Having acquired title to the Mackenzie patent on June 9, 
1959 as aforesaid, Amerio Contact Plate Freezers, Inc., 
has moved that it be substituted as party plaintiff-appellant 
in place of General Foods Corporation. 
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APPELLANT'S ERROR IN COMMENCING THIS ACTION 
IN THE DISTRICT COURT FOR THE DISTRICT OF 
COLUMBIA 


It was earlier pointed out that Mackenzie, the patentee 
of the patent in issue in the interference, and through 
whom the original appellant, General Foods Corporation, 
and the substituted appellant, Amerio Contact Plate 
Freezers, Inc., derived title, filed notice of appeal under 
35 U.S.C. 141 from the adverse decision of the Board of 
Interference Examiners of the Patent Office to the United 
States Court of Customs and Patent Appeals. 


It was apparently the position of General Foods Cor- 
poration at that stage of the proceedings that Knowles, 
the defendant-appellee, appeared generally in the District 
of Columbia, and took affirmative action under 35 U.S.C. 
141 to force plaintiff to substitute this civil action in place 
of its original appeal. Plaintiff evidently believed that 
defendant thereby waived the venue privilege of 28 U.S.C. 
1391 and subjected himself to the jurisdiction of the Dis- 
trict Court for the District of Columbia. 


Appellant, in order to clarify the issues of this appeal, 
concedes that this was an error—a harmless error, per- 
haps, but nevertheless an error. Whatever else may be 
said about it, the error was an easy one to make, for two 
reasons. First, the statute (35 U.S.C. 146) states that ‘‘if 
there be adverse parties residing in a plurality of districts 
not embraced within the same state—the United States 
District Court for the District of Columbia shall have 
jurisdiction and may issue summons against the adverse 
parties directed to the marshal of any district in which 
any adverse party resides.”’ (Italies ours.) 


This section of the statute certainly suggests that plain- 
tiff and defendant are adverse parties and hence the Dis- 
trict Court of the district has jurisdiction. Secondly, 
there are many decisions which suggest that the District 
Court of the District is the place for actions under Revised 
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Statutes, Section 4915 actions (superseded by 35 U.S.C. 
146). For instance, in Robinson v. Wayne, 1943, 78 App. 
D.C. 15, 136 F. 2d 767, certiorari denied, 320 U.S. 764, this 
Court said: 


“The purpose of the statute is to make possible 
the adjudication of all issues involved, between all ad- 
verse parties, in one proceeding and in one forum. The 
District of Columbia was selected by Congress as being 
the forum in which this fundamental objective of 
equity can best be achieved, when adverse parties re- 
side in a plurality of districts not within the same 
state.’’ 


The last sentence of Rule 61 of the Federal Rules of Civil 
procedure states: 
“‘The court at every stage of the proceeding must 


disregard any error or defect in the proceedings which 
does not affect the substantial rights of the parties.”’ 


In commenting on this Rule, Moore (1956 Supplement to 


Moore’s Federal Practice, p. 315) says: 


‘‘Bule 61 reflects the entire spirit of the Federal 
Rules, stemming from the second sentence of Rule 1, 
which provides that the Rules shall be construed to 
secure the just, speedy, and inexpensive determination 
of every action.”’ 


It cannot be denied that plaintiff-appellant’s right to its 
day in court is a substantial right and it was not the pur- 
pose of the framers of the rules and the law to defeat that 
right because of a mere technicality. 


STATEMENT OF POINTS 


Plaintiff-appellant believes there are two basic points at 
issue and that these points were at issue when the case 
was before the District Court: 


1. The District Court of the District of Columbia had 
jurisdiction of the action in the instant suit. 
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2. In view of Point 1, the District Court had the power 
to order the transfer of the action to the Western District 
of Washington, notwithstanding the fact that the defend- 
ant Knowles was served by the U. S. Marshal in the West- 
ern District of Washington and not in the District of 
Columbia. 


SUMMARY OF ARGUMENT 


It is clear from a reading of the applicable statutes and 
the decisions of the courts that the District Court for the 
District of Columbia had jurisdiction over the subject 
matter of the suit and therefore the power to transfer the 
case to the Western District of Washington, and that the 
refusal of the District Court so to transfer the action was 
a reversible error. 


ARGUMENT 


I. Regardless of the Question of Venue, the District Court for 
the District of Columbia Had Jurisdiction Over the Sub- 
ject Matter of the Suit. 


A suit in equity of this character may be brought in any 
District Court where valid service can be had on the de- 
fendant without regard to his place of residence. Thomas 
v. Perri, D.C. Mass., 1913, 205 Fed. 632; Lewis Blind 
Stitch Co. v. Arbetter Co., C.C. Ill, 1910, 181 Fed. 974. 
Since an action under R.S. 4915 (superseded by 35 U.S.C. 
146) can be brought in any District Court, including the 
District of Columbia, in general cases as well as in certain 
cases other than general cases, it follows that the District 
Court in the instant case had jurisdiction over the subject 
matter of the action. In other words, jurisdiction of the 
subject matter of these civil suits is vested exclusively in 
the District Courts of the United States under 28 U.S.C. 
1338, because they are suits arising under the Patent Laws. 


The statute, Sec. 1338(a), is as follows: 


“The district courts shall have original jurisdiction 
of any civil action arising under any Act of Congress 
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relating to patents, copyrights and trade-marks. Such 
jurisdiction shall be exclusive of the courts of the 
states in patent and copyright cases.”’ 


It is submitted that in the motions brought on below 
before Judge McGuire, defendant confused the issues of 
(a) jurisdiction of the subject matter of the action; (b) 
jurisdiction of the person of the defendant; and (c) proper 
venue, to such an exent as to have confused the Court. 


Although items (b) and (c) are closely related, and are 
often treated as being the same, they are nevertheless 
quite distinct. Obviously an action may be brought in the 
proper venue, but still it may not be possible to ob- 
tain service of process on the person of the defendant. 
Conversely, a defendant may sometimes be found and 
served personally with process in a district wherein venue 
is improper. 


Defendant’s position seems to have been that 28 U.S.C. 
1406 relates only to venue and that there must be both 


(a) jurisdiction of the subject matter of the suit, and (b) 
jurisdiction of the person of the defendant as necessary 
prerequisites to the transfer of a case to another district. 


Il. A Transfer Is Authorized Under 28 U.S.C. 1406(a) and Is 
Required in the Interest of Justice 


Transfer instead of dismissal is required in the interest 
of justice since a new action in said Western District of 
Washington would be barred by the time limitation in 35 
U.S.C. 146. 


Section 1406(a) of Title 28 reads as follows: 


“‘Sece, 1406. Cure or waiver of defects 


(a) The district court of a district in which is filed 
a case laying venue in the wrong division or district 
shall dismiss, or if it be in the interest of justice, 
transfer such case to any district or division in which 
it could have been brought.’’ 


8 


This section is intended to apply to situations like the 
present case and is controlling. As first enacted in 1948, 
transfer was mandatory. As said by the Cireuit Court 
of Appeals, Second Cireuit, in Orr v. United States, 174 
F, 2d 577, 580: 


“<the harsh result that the plaintiff might be unable to 
enforce a just claim owing to the fact that a new suit 
brought in another district would be barred by the 
statute of limitations. 


* ° * * * * * * ° 


The Reviser’s Note to Section 1406(a) says that 
that section ‘provides statutory sanction for transfer 
instead of dismissal, where venue is improperly laid.’ 
This comment on the scope of Section 1406(a) seems 
to point directly to the elimination of the bar of the 
statute of limitations in cases where jurisdiction 
exists and there is nothing to prevent its exercise but 
the lack of proper venue. Moreover, Section 1406(a) 
on its face is applicable to ‘the district court of a 
district in which is filed a case laying venue in the 
wrong division or district.’ ’” 


The 1949 amendment to Section 1406(a) added the quali- 
fication that transfer should be ‘‘in the interest of justice’’. 
The requirement is satisfied in the present case for reasons 
parallel to those set forth in Wilt v. Smack, 147 F. Supp. 
700, 704 (D.C. B.D. Penna.) : 


“Under this provision, the United States District 
Court in Delaware, in lieu of ordering dismissal, coul 
have transferred the case to this district and thus 
preserved the action against the intervention of the 
bar of the limitations statute. Indeed, the interests of 
justice would appear to require transfer rather than 
dismissal where the latter would terminate rights with- 
out a hearing on the merits.’? (Emphasis ours) 


The above case is but one of many establishing a con- 
sistent line of authority to the same effect. 


For instance, in Orion Shipping and Trading Company 
v. United States, 247 F. 2d 755, the Cireuit Court of Ap- 
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peals, Ninth Circuit, reversed the dismissal of a suit by 
the District Court, saying (p. 757): 


‘Hence it is clear that the proper venue of the third 
party libel is in the Southern District of New York 
where, the parties agree, appellants have their prin- 
cipal places of business. 


Accordingly, the district court’s dismissal of the 
third party libel against the United States is reversed 
and the cause is remanded to the district court with 
instructions to transfer the third party libel to the 
district court for the Southern District of New York. 
28 U.S.C. Sec. 1406(a).”? (Emphasis supplied) 


The concurring opinion of Circuit Judge Pope further 
said (p. 758): 


‘‘When the trial court announced its intention to 
dismiss this complaint appellants moved that their 
action be transferred to the proper district under the 
provisions of Sec. 1406(a) of Title 28. 


* * * * * * * * * 


I agree that the court should have exercised its 
plain jurisdiction to grant this motion to transfer, 
particularly since the denial of that relief would mean 
that appellant would lose its admittedly well stated 
cause of action, since a new action elsewhere would be 
barred by limitations under the rule of Ryan Steve- 
doring Co. v. United States, 2 Cir., 175 F. 2d 490.’’ 
(Emphasis supplied) 


Other recent applications of 28 U.S.C. 1406(a) include: 


United Transit Company v. United States, 158 F. 
Supp. 856, 858 (D.C. M.D. Tenn.) 


“The plaintiff has not requested, in the event the 
Court should decide that proper venue is in the dis- 
trict of Delaware, a transfer of the action to that dis- 
trict under 28 U.S.C.A. See. 1406(a), but if such trans- 
fer is desired by the plaintiff it appears to the Court 
that it would be in the interest of justice that the 
order so provide. 
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An order will be submitted to the Court dismissing 
the action for lack of proper venue, or if the plaintiff 
so desires, transferring it to the District Court of the 
United States for the District of Delaware.” 


Schultz v. McAfee, 160 F. Supp. 210, 213 (D.C. 
Maine) 
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“‘Apart from defendants’ waiver of right to transfer, 
such a transfer would have been ordered ‘in the inter- 
est of justice’? under the circumstances of this case. 
As has been indicated, this action has been pending 
in this Court for nearly five years. This untoward 
delay has been the result of circumstances beyond the 
control of either the Court or the parties, and cer- 
tainly has not been the fault of these plaintiffs. Be- 
eause of the lapse of time since the occurrence of the 
alleged injury, statutes of limitation and other legal 
bars may well preclude the bringing of a new action 
by these plaintiffs in another jurisdiction. To dismiss 
the action at this late date and thus in all probability 
to deprive the plaintiffs of their day in court because 
of ‘the law’s delay’ would most certainly result ina 
great injustice. For these reasons, even assuming that 
the defense of improper venue had not been waived 
by defendants, this Court in the exercise of the discre- 
tion conferred upon it by Sec. 1406(a) would have 
ordered its transfer to a proper jurisdiction ‘in the 
interest of justice.’ ’’ (Emphasis ours) 


A very significant decision involving the precise point 
was handed down by the Circuit Court of Appeals, Fourth 
Cireuit, in Internatio-Rotterdam, Inc. v. Thomsen et al., 
218 F. 2d 514. 


The question presented was whether or not (p. 515) 
«the District Court for the Southern District of New York 
had power, under 28 U.S.C. See. 1404(a) or 28 U.S.C. 
1406(a), to transfer the proceedings in which process had 
not been served to another jurisdiction—’’. The Court 
answered the question in the affirmative and after quoting 
the two sections of the statute went on to say (p. 516): 


‘CWhen suit is so instituted, which has the effect of 
preserving the rights of libellant against the running 
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of the statute, and the vessel does not appear in the 
district as anticipated but does appear or is expected 
to appear in another district, it seems clearly within 
both the letter and the spirit of 28 U.S.C. Sec. 1406(a) 
to transfer the case, in the interest of justice, as hav- 
ing been brought in the wrong district, since the vessel 
cannot be served there and must be served before the 
case can proceed. 


* * ” * * * ” * * 


It is argued that no order transferring the cause can 
be entered until jurisdiction has been acquired by 
service of process in an action in personam, or by 
seizure of the res in an in rem action. This argument 
fails, however, to distinguish between acquiring juris- 
diction over the proceedings commenced before the 
court and acquiring jurisdiction over person or prop- 
erty; and it is in the former, not the latter, with which 
we are concerned here. Certainly the court has no 
power to enter judgment against person or property 
until process has been duly served, Pennoyer v. Neff, 
5 Otto 714, 95 U.S. 714, 24 L.Ed. 565; but it by no 
means follows that it is without power to enter orders 
jn the cause which are necessary to the maintenance 
of the litigation itself. Thus the power to enter 
temporary restraining orders is a power to preserve 
the status quo for the purposes of the litigation and 
the power to enter such orders in advance of the 
service of process is universally recognized. As we 
have seen, the filing of a suit in admiralty begins the 
litigation so far as the statute of limitations is con- 
cerned, in many cases, as here, a vital matter; and it 
is clear that, upon such filing, the court requires juris- 
diction to enter such orders as may be appropriate 
with respect to the issuance or service of process 
therein. If service of process can be had only if the 
cause is transferred to another district, we see no rea- 
son why it should not enter an order transferring tt 
for that purpose; and we think that the power is 
aad by the statutes quoted above.’’ (Emphasis 

urs 


The foregoing opinion of Chief Judge Parker is a clear- 
cut and authoritative statement in favor of transfer in a 
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case like the instant one. It is true that it was an admiral- 
ty case but it was nevertheless followed by the District 
Court for the Eastern District of Pennsylvania in the case 
of Orsulak v. Federal Commerce and Navigation Co., 168 
F. Supp. 15, which was an action against a corporate de- 
fendant to recover for an injury suffered as the result of 
negligence. Service was made on a supposed agent of de- 
fendant in the District but was set aside, whereupon the 
plaintiff moved to transfer the case to the Southern Dis- 
trict of New York under Sections 1404(a) and 1406(a). 
After deciding that the defendant corporation was ‘‘doing 
business’? in New York as required by 28 U.S.C. 1391(c), 
the Court transferred the case on the authority of Judge 
Parker’s opinion mentioned above, saying expressly (pages 
17-18) that 


‘The absence of any personal jurisdiction over the de- 
fendant by this court does not prevent the transfer of 
this action to another Federal District Court for the 
reasons so well stated by the late Chief Judge Parker 
in Internatio-Rotterdam, Inc. v. Thomsen’’. 


The Pennsylvania District Court recognized that there 
were some cases discussing 28 U.S.C. 1404 which, if appli- 
cable, would result in denial of the transfer, but neverthe- 
less followed Judge Parker’s opinion. 


Several years prior to the Internatio case the Court of 
Appeals in the Second Circuit went even further in the 
case of Schiller v. Mit-Clip Co., Inc., 180 F. 2d 654. In this 
case, which was started in the Southern District of New 
York, there were two defendants; one an individual who 
was not served at all and the case abated as to him; and 
another, a Minnesota corporation which had done little 
business in New York and was served by the United States 
Marshal in Minneapolis (just as in the instant case defend- 
ant was served by the United States Marshal in Seattle). 


Defendant (the Minnesota corporation) moved to dis- 
miss the action on the ground that it had done no business 
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in New York and Judge Leibell who heard the motion not 
only ‘‘did not dismiss the action, but, sua sponte, trans- 
ferred it to the District of Minnesota.’? Neither party 
had asked for the transfer and the plaintiff who felt ag- 
grieved by his ‘‘good fortune’’, appealed ‘‘and has filed a 
petition for a mandamus to compel the judge to revoke 
this transfer.’’ 


The Court said: 


‘A transfer under Sec. 1406(a) did not depend upon 
the inconvenience of trying the action where it had 
been brought; it is presupposed that the judge shall 
transfer the action, because it was brought in the 
wrong place.’? (Emphasis ours) 


The Court dismissed the appeal and denied the motion 
for mandamus. 


This decision of the Court of Appeals, Second Circuit, 
was the basis for the decision of Judge Dimock in Petro- 
leum Financial Corp. v. Stone, 116 F. Supp. 426, Southern 
District of New York. This action was for breach of con- 
tract. The defendant had argued that the Court lacked 
the power to transfer the case to the Southern District of 
Texas since it had not obtained jurisdiction over the de- 
fendants. The Court said (p. 427): 


“‘Plaintiff, however, urges that a transfer can be made 
under section 1404(a) of Title 28 U.S.C., and the 
question arises whether a district court can effect a 
transfer in a diversity of citizenship case under that 
statutory provision where a complaint has been filed 
but service upon the defendants has been vacated and 
it appears that service cannot be effected so as to give 
that court jurisdiction over the defendants.’’ 


As Judge Dimock pointed out, the Court of Appeals in 
the Schiller case did not expressly discuss the question 
of whether personal service was a prerequisite to trans- 


14 


fer, yet the decision of the question was implicit in the 
facts of that case. After discussing some of the previous 
cases apparently suggesting the contrary, Judge Dimock 
went on to say 


«J will follow what the language of the Court of Ap- 
peals indicates to be the law of this circuit and that 
is that a District Court has power to transfer to an- 
other district a case in which a complaint has been 
filed but personal jurisdiction over the defendant has 
not been obtained.’’ 


CONCLUSION 


None of the earlier cases held that under 28 U.S.C. 
1406(a), a court cannot order a transfer of the action to an- 
other district until it acquiries jurisdiction over the per- 
son by personal service in the district in which the suit is 
fled. Also certain cases which refer to 28 U.S.C. 1406 actu- 
ally are cases in which the court had no jurisdiction over the 
subject matter in the first instance. For example, in the 


ease of First National Bank v. United Air Lines, 190 F. 2d 
493, which was a death case, the Court of Appeals, Seventh 
Circuit, refused to order a transfer because there was an 
Illinois statute which prohibited any action in Illinois to 
recover damages for a death occurring outside Illinois, pro- 
vided there was a right of action under the law of the place 
where the death occurred. Thus there was 2 bar to the 
bringing of the suit in Illinois and lack of jurisdiction over 
the subject matter, a circumstance for which there is no 
parallel in the instant case. 


Certainly the weight of authority including the Courts 
of Appeal in both the Second and Fourth Circuits, the 
Southern District of New York and the Hastern District 
of Pennsylvania is clearly in favor of a transfer in this 
case. 
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It is therefore submitted that the refusal to order the 
transfer was an error and the Court should reverse the 
District Court. 


Respectfully submitted, 


Rates H. Hupson 
Wu B. Kerxam, Jr. 
Attorneys for Plaintiff- 
Appellant 
700 10th St., N.W. 
Washington 1, D. C. 


Of Counsel: 


Joun P. CHANDLER 
630 5th Ave. 
New York 20, N. Y. 


APPENDIX 


la 
JOINT APPENDIX 


(Filed January 9, 1959) 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action File No. 68-59 


Genera, Foops Corporation, 250 North Street, 
White Plains, New York, Plaintiff 


v. 
Fraxx W. Kwowzes, 2021 Alaska Street, 
Seattle 8, Washington, Defendant 
Complaint 
PRIORITY OF INVENTION 
1. Plaintiff, General Foods Corporation, is a Delaware 


corporation having offices at 250 North Street, White 
Plains, in the County of Westchester and State of New 
York. 


2. Defendant, Frank W. Knowles, is a citizen of the 
United States residing at 2021 Alaska Street, Seattle 8, 
in the County of King and State of Washington. 


3. This is an action pursuant to 35 USC 146 to secure 
a judgment that plaintiff is entitled to a patent including 
the subject matter of an interference which was decided in 
favor of defendant by the Board of Patent Interferences 
of the United States Patent Office, as hereinafter more 
fully appears. A timely appeal to the United States Court 
of Customs and Patent Appeals has been dismissed pur- 
suant to a notice filed with the Commissioner of Patents as 
provided by 35 USC 141, whereby defendant elected to have 
all further proceedings conducted as provided in 35 USC 
146. This action is commenced within thirty days after 
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the filing of said notice of election, as required by 35 
USC 141. 


4. On December 28, 1954, United States patent No. 
2,697,920 entitled Food Freezing Apparatus was duly and 
legally issued to plaintiff, as assignee of the inventor, 
Kenneth Gordon Mackenzie, on an application filed by said 
Mackenzie on February 25, 1952, Serial No. 273,197. Plain- 
tiff has been at all times and still is the owner of said patent. 


5. Claims 3, 6, 7 and 10 of said patent No. 2,697,920 
embody material limitations certain of which were part of 
said claims as originally filed and others which were added 
to said claims by amendment during the prosecution of the 
Mackenzie application. These limitations are necessary to 
differentiate said claims patentably over the prior art and 
constitute integral and essential components of the inven- 
tions defined by said claims. 


6. On May 23, 1952, defendant Frank W. Knowles filed 
an application for United States patent, Serial No. 289,638, 


entitled Plate Freezer For Packaged Foods. None of the 
claims of the Knowles application, as originally filed or as 
amended prior to March 23, 1956, embodied the material 
limitations referred to in paragraph 5 hereof and all such 
claims were finally rejected by the Patent Office on Feb- 
ruary 14, 1956. 


7. Thereafter, by an amendment filed March 23, 1956, 
defendant Knowles presented claims 25, 26, 27 and 28 of 
his application corresponding substantially with and em- 
bodying the material limitations of Mackenzie claims 3, 6, 
7 and 10 respectively. Contrary to the requirement of 35 
USC 135, said claims 25, 26, 27 and 28 were not presented 
until more than one year after the Mackenzie patent was 
granted. 


8. On August 7, 1956, the Patent Office declared interfer- 
ence No, 88,174 between the Knowles application and the 
Mackenzie patent. Counts 1 and 2 of the interference were 
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said Knowles claims 25 and 26, and later the Patent Office 
added claims 27 and 28 to said interference as counts 3 and 
4. These four counts are set forth in the attached sched- 
ule A. The decision of the Board of Patent Interferences, 
dated September 26, 1958, held that Knowles was not 
barred by 35 USC 135 from making said claims, and that 
Knowles had reduced the inventions of said claims to prac- 
tice prior to the filing of the Mackenzie application, and 
awarded priority to Knowles. 


9. Plaintiff is dissatisfied with the decision of the Board 
of Patent Interferences because each of said claims 25, 26, 
97 and 28 embodies one or more critical limitations never 
claimed in the Knowles application prior to one year from 
the date on which said Mackenzie patent was granted. 
Therefore said claims cannot be made in the Knowles ap- 
plication under 35 USC 135. 


10. Plaintiff is also dissatisfied with the decision of the 
Board of Patent Interferences because Knowles did not 
establish reduction to practice of any of said claims 25, 26, 
97 and 28 prior to the filing of the Mackenzie application 
and did not sustain the burden of proof required to over- 
come Mackenzie’s presumptive priority arising from the 
filing of the Mackenzie application prior to the Knowles 
application. 


Wherefore plaintiff demands judgment that plaintiff is 
entitled to an award of priority and to a patent containing 
said claims 25, 26, 27 and 28, and that defendant is barred 
by 35 USC 135 from making any of said claims in the 
Knowles application. 


Ratpx H. Hupson, 
700 - 10th St., N. W., 
Washington 1, D. C. 
Attorney for Plaintiff 
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the filing of said notice of election, as required by 35 
USC 141. 


4. On December 28, 1954, United States patent No. 
2,697,920 entitled Food Freezing Apparatus was duly and 
legally issued to plaintiff, as assignee of the inventor, 
Kenneth Gordon Mackenzie, on an application filed by said 
Mackenzie on February 25, 1952, Serial No. 273,197. Plain- 
tiff has been at all times and still is the owner of said patent. 


5. Claims 3, 6, 7 and 10 of said patent No. 2,697,920 
embody material limitations certain of which were part of 
said claims as originally filed and others which were added 
to said claims by amendment during the prosecution of the 
Mackenzie application. These limitations are necessary to 
differentiate said claims patentably over the prior art and 
constitute integral and essential components of the inven- 
tions defined by said claims. 


6. On May 23, 1952, defendant Frank W. Knowles filed 
an application for United States patent, Serial No. 289,638, 


entitled Plate Freezer For Packaged Foods. None of the 
claims of the Knowles application, as originally filed or as 
amended prior to March 23, 1956, embodied the material 
limitations referred to in paragraph 5 hereof and all such 
claims were finally rejected by the Patent Office on Feb- 
ruary 14, 1956. 


7. Thereafter, by an amendment filed March 23, 1956, 
defendant Knowles presented claims 25, 26, 27 and 28 of 
his application corresponding substantially with and em- 
bodying the material limitations of Mackenzie claims 3, 6, 
7 and 10 respectively. Contrary to the requirement of 35 
USC 135, said claims 25, 26, 27 and 28 were not presented 
until more than one year after the Mackenzie patent was 
granted. 


8. On August 7, 1956, the Patent Office declared interfer- 
ence No, 88,174 between the Knowles application and the 
Mackenzie patent. Counts 1 and 2 of the interference were 
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said Knowles claims 25 and 26, and later the Patent Office 
added claims 27 and 28 to said interference as counts 3 and 
4. These four counts are set forth in the attached sched- 
ule A. The decision of the Board of Patent Interferences, 
dated September 26, 1958, held that Knowles was not 
barred by 35 USC 135 from making said claims, and that 
Knowles had reduced the inventions of said claims to prac- 
tice prior to the filing of the Mackenzie application, and 
awarded priority to Knowles. 


9. Plaintiff is dissatisfied with the decision of the Board 
of Patent Interferences because each of said claims 25, 26, 
97 and 28 embodies one or more critical limitations never 
claimed in the Knowles application prior to one year from 
the date on which said Mackenzie patent was granted. 
Therefore said claims cannot be made in the Knowles ap- 
plication under 35 USC 135. 


10. Plaintiff is also dissatisfied with the decision of the 
Board of Patent Interferences because Knowles did not 


establish reduction to practice of any of said claims 25, 26, 
97 and 28 prior to the filing of the Mackenzie application 
and did not sustain the burden of proof required to over- 
come Mackenzie’s presumptive priority arising from the 
filing of the Mackenzie application prior to the Knowles 
application. 


Wherefore plaintiff demands judgment that plaintiff is 
entitled to an award of priority and to a patent containing 
said claims 25, 26, 27 and 28, and that defendant is barred 
by 35 USC 135 from making any of said claims in the 
Knowles application. 


Razex H. Hopson, 
700 - 10th St., N. W., 
Washington 1, D. C. 
Attorney for Plaintiff 
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(Filed January 29, 1959) 
Motion to Dismiss for Want of Jurisdiction 


The defendant, appearing specially for the purpose of 
this motion, moves the Court as follows: 


1. To dismiss this action for want of jurisdiction of the 
action because the jurisdiction of this Court is invoked 
solely on the basis of the special jurisdiction conferred by 
35 USC 146; and that the requirements of that statute to 
establish jurisdiction of this Court are not satisfied, namely 
either that there be adverse parties defendant residing in 
a plurality of districts not embraced within the same state 
or that there be an adverse party residing in a foreign 
country, it appearing on the face of the complaint that this 
sole defendant is a resident of the State of Washington. 


2. To dismiss this action for want of jurisdiction of the 
person of the defendant and to quash the return of service 
of summons on the ground that the defendant is a resident 


of the City of Seattle, in the State of Washington, and was 
not and is not subject in this action to service of process 
within the District of Columbia or by summons issued by 
the United States District Court for the District of Co- 
lumbia directed to the Marshall of the United States Dis- 
trict Court for the Western District of Washington. 


Robert W. Beach 
1265 Olympic National Building 
Seattle 4, Washington 


Alfred J. Schweppe 
657 Colman Building 
Seattle 4, Washington 
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George R. Jones 
Pennsylvania Building 
425 18th Street, N. W. 
Washington 4, D. C. 


Service accepted Jan. 29, 1959. 
R. H. Hupson 


(Filed January 30, 1959) 
Motion to Transfer Case to Western District of Washington 


Plaintiff moves the Court to transfer this case to the 
United States District Court for the Western District 
of Washington, under the provisions of 28 USC 1406(a), 
for the reason that if the case now lays venue in the wrong 
district as defendant maintains, such case could have been 
brought and can be brought properly in said Western 


District of Washington and the interest of justice requires 
that the case be so transferred. 


Rates H, Hopson, 
700 Tenth St. N. W., 
Washington 1, D. C. 


Order 


This action, brought under the provisions of 35 U.S.C. 
146, came on to be heard the 19th day of February, 1959, 
on the motions of the Defendant to dismiss for want of 
jurisdiction, to quash the return of service of summons, 
‘and to dismiss for want of jurisdiction of the person of 
the Defendant and on the motion of the Plaintiff to transfer 
the ease to the Western District of Washington under the 
provisions of 28 U.S.C. 1406(a); and thereupon, upon 
consideration thereof, it is this 11th day of March, 1959 
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Orperep that the Defendant’s motions to dismiss for want 
of jurisdiction, to quash the return of service of summons, 
and to dismiss the action for want of jurisdiction of the 
person of the Defendant are hereby granted; and that 
the Plaintiff’s motion to transfer the ease to the Western 
District of Washington is hereby denied. 


McGume, J. 
Judge, U. S. District Court 
for the District of Columbia 


Approved as to form this 10th day 
of March, 1959. 


Ratrn H, Hupson 
Counsel for General Foods Corporation 


(Filed April 10, 1959) 
Notice of Appeal 


Notice is hereby given that General Foods Corporation, 
the plaintiff above named, hereby appeals to the United 
States Court of Appeals for the District of Columbia 
Cireuit from the Order entered in this case on March 11, 
1959 dismissing the complaint and denying the motion 
to transfer the case to the Western District of Washington 
under the provisions of 28 USC 1406(a). 


Rates H. Hupson 
Attorney for Plaintiff 
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Summary by District Court of Positions of Parties 


17 The Court: Well, gentlemen, I will look at it. I 
am not going to decide it right away, because I 
don’t know what the answer is. 

Mr. Hudson: I would like to add there is one other 
ease in the Second Circuit just like the one in the Fourth, 
although the expression is not as explicit. It turns on the 
same point. 

The Court: What were you going to say? 

Mr. Tullar: I was going to add, your Honor, 
18 that that case, and the much publicized decision of 

Judge Holtzoff in this court would appear to indicate 
that before the court has jurisdiction to transfer or to 
take any action under the venue provisions of 1404-(a) 
or 1406, or what have you, that the whole tenor of the 
statute is predicated or assumes that the action has been 
filed in the jurisdiction where the venue may be properly 
laid. 

The Court: I don’t know. That is what I have got to 
decide. 

Mr. Tullar: Well, may I direct your attention to one 
decision, I have it by his counsel, that I believe is interest- 
ing in this connection. It is United States versus DuPont, 
1949 decision, 83 Fed. Supp. 233. 

The Court: What district? 

Mr. Tullar: District of Columbia. 

The Court: What judge? 

Mr. Tullar: Judge Holtzoff. 

The Court: All right. 

You say 83 Fed. Supp. It may mean any one of them. 
All right. But let me say this to you: counsel apparently 
takes the broad position that the minutes a suit is filed, 
that the court has jurisdiction over the litigation but not 
necessarily over the parties. 

Mr. Hudson: That is true. 


Sa 


19 The Court: And he argues of course in your eye 
that that position must sustain by the case I quoted 
from in his memorandum, by Judge Parker. 

You are saying that that is not so, generally? 

Mr. Tullar: No, your Honor, it is not so, if I may assist 
in the recapitulation, because of the special enabling pro- 
visions that are peculiar to the patent law, namely 141 and 
146. 

The Court: You are jumping me a little bit now. Let 
me go further: first of all, I assume you would say ‘‘that 
is not so”’ generally; two, you distinguish the Parker case, 
Judge Parker’s case, by saying that had a special connota- 
tion because it was an admiralty proceeding. So there- 
fore, under the admiralty statute, he could do what he 
did do, or rather that the court below, as they say, could 
do what it did do, and therefore its action should be 
affirmed. 

But when it comes to this particular situation you say, 
first of all, generally it doesn’t apply; and secondly in 
this particular situation you have enabling statute, you 
have the statute involved in patents. So therefore, even 
in the circumstances, imagination could be stretched and 
logic twisted to conclude that the situation as claimed by 
the plaintiff is so, in this particular case it is not. 

Mr. Tullar: Further, with support of the Court of 

Appeals of this circuit, as opposed to no decisions 
20 have I seen from plaintiff of either this district or 
this circuit. 

Mr. Hudson: May I have one more word, if your Honor 
please? The Court of Appeals in this section has never 
mentioned 1406 at all. These decisions are before the 
existence even of that statute. There is no question of 
transfer, which has come before the Court of Appeals in 
any case where my attention has been involved is con- 
cerned. 

Secondly, I said before that there is a Second Circuit 
case which in effect holds the same thing, a suit for 
damages for fraudulent— 
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The Court: That is in your memorandum. 

Mr. Hudson: Yes, The case is Schiller versus Mit-Clip 
Company, Inc., and it was subsequently discussed. I would 
like to add this one point, which I didn’t know when 
I wrote the memorandum. Subsequently discussed by one 
of the district judges up there, in the case which is cited 
by the other side here, Financial Corporation versus Stone, 
116 F. Supp. 426. Judge Dimock discussed some of the 
earlier cases which you will find here. But if you will 
read his old decision you will see that he followed the 
Court of Appeals and he said, and I quote: 


<<] will follow what the language of the Court of 

Appeals indicates to be the law of this circuit, and 

that is that a district court has power to transfer to 

another district a case in which a complaint has 

21 been filed, but personal jurisdiction over the defend- 
ant has not been obtained.” 


Those are the only two cases I know of that mention 
the point specifically. 

Mr. Tullar: May I answer that to this extent, your 
Honor: that is an anti-trust case where service may be 
had anywhere. The Schiller case that has just been men- 
tioned. 

In this case we have got to have—as our own Court 
of Appeals has said, I am not referring to the 1404 or 1406 
aspect of it. Before you can consider that you have got 
to have service. 

In the Schiller case which has just been mentioned it 
was under the Anti-Trust statute and service under those 
laws, as you know, may be had anywhere. 
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STATEMENT OF THE QUESTION PRESENTED 

In the opinion of the appellee the sole question on 
| this appeal is whether the District Court for the Dis- 
trict of Columbia had jurisdiction of the subject mat- 


ter of the action. 


SUBJECT INDEX 


Counter-Statement of the Case 
Summary of Argument. 
Argument 
The District Court did not have jurisdiction over 
the subject matter of the suit and therefore 
properly dismissed the action 
Even if this Court determines that the District 
Court had jurisdiction over the subject matter 
(which we contend it did not), 28 U.S.C.A. 
§ 1406(a) should not be applied 
Conclusion 
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Frank W. Know tes, Appellee. 
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Court FoR THE Disrrict of COLUMBIA 


BRIEF FOR APPELLEE 


COUNTER-STATEMENT OF THE CASE 

This suit was originally brought by the General 
Foods Corporation, as plaintiff, against Frank W. 
Knowles, as defendant. By reason of assignment by 
General Foods Corporation of the McKenzie patent 
referred to in the complaint, the assignee Amerio Con- 
tact Plate Freezers, Inc. has been substituted as ap- 
pellant. 

Appellee agrees with appellant’s statement of the 
case, but takes exception to one conclusion contained 
therein. At page three of app ‘ant’s brief, it is stated: 

‘Personal service on the defendant Knowles 


was effected in the Western District of Washing- 
ton by the U.S. Marshal in that District on writ- 
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ten instructions from the U.S. Marshal in and for 
the District of Columbia.” 
The effectiveness of service is an issue of law involved 
in this appeal, and it is appellee’s position that there 
was no effective personal service on him. 


SUMMARY OF ARGUMENT 
The District Court for the District of Columbia 
properly determined that it had no jurisdiction over 
the subject matter of the instant suit and that it conse- 
quently had no jurisdiction to transfer the action to 
the Western District of Washington. 


ARGUMENT 
The District Court Did Not Have Jurisdiction Over the 

Subject Matter of the Suit and Therefore Properly 

Dismissed the Action. 

Appellant appealed from an adverse decision of the 
Board of Interference Examiners of the Patent Office 
pursuant to 35 U.S.C.A. § 141. By that statute such 
an appeal is directed to the United States Court of Cus- 
toms and Patent Appeals. Section 141 of 35 U.S.C.A. 
also provides, however, that any adverse party to such 
an interference proceeding may have such an appeal 
dismissed if he elects to do so. If such an election is 
made, all further proceedings must be ‘‘conducted as 
provided in § 146” of 35 U.S.C.A. Appellee, as an ad- 
verse party, made such an election in the instant case. 
In accordance with 35 U.S.C.A. § 141, the appellant 
then had thirty days from the date of election, Decem- 
ber 9, 1958, ‘‘within which to file a civil action under 
section 146.” 
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On Friday, January 9, 1959, the last day to file, when 
obviously a timely filing could not have been effected in 
the Western District of Washington, in Seattle, appel- 
lant filed its complaint in the District Court for the 
District of Columbia. On January 29, 1959, appellee 
appeared specially and moved the court to dismiss for 
want of jurisdiction (Joint Appendix, p. 4a). On Janu- 
ary 30, 1959, appellant moved the court to transfer the 
ease to the District Court for the Western District of 
Washington under the provisions of 28 U.S.C.A. 
§ 1406(a). 


The District Court for the District of Columbia 
granted the motion of the appellee and denied the mo- 
tion of appellant. 


After an appeal had been taken under 35 U.S.C.A. 
§141, and then by notice under that section dismissed, 
this action was sought to be instituted (para. 3 of com- 
plaint) in the District of Columbia pursuant to 35 
U.S.C.A. § 146. Those two statutes are special jurisdic- 
tional statutes and were enacted by Congress to pro- 
vide an exclusive system of review of Patent Office in- 
terference proceedings. Consequently, a review of a 
Patent Office interference proceeding can be had only 
when the jurisdictional prerequisites of those statutes 
have been fully met. 


It will be noted that 35 U.S.C.A. § 146 creates an 
original civil action, in the absence of which no such 
action would lie in any United States District Court, 
and the jurisdictional requirements of which must be 
strictly complied with. 
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The District Courts of the United States are not 
courts of general jurisdiction, but of limited jurisdic- 
tion. They have jurisdiction only within the limita- 
tions defined by Congress. The jurisdiction being lim- 
ited, not general, the presumption is against jurisdic- 
tion unless it affirmatively appears that the action is 
within the jurisdiction granted. 

Anderson v. Watt, 138 U.S. 694, 702; 
Hanford v. Davies, 163 U.S. 273, 279. 


It is appellee’s contention that appellant did not so 
meet the jurisdictional prerequisites of 35 U.S.C.A. 
§ 146 as to confer upon the district court jurisdiction 
of the subject matter of the action. 


35 U.S.C.A. § 146 reads in part: 


“Tf there be adverse parties residing in a plur- 
ality of districts not embraced within the same 
state, ... the United States District Court for the 
District of Columbia shall have jurisdiction and 
may issue summons against the adverse parties 
directed to the marshal of any district in which 
any adverse party resides.”’ (Italics supplied) 


It will be noted that the District Court for the Dis- 
trict of Columbia only acquires “jurisdiction” if there 
are adverse parties residing in a plurality of districts 
not within the same state. Absent this condition, there 
is no jurisdiction in the District of Columbia. 

As stated by this court in Robinson v. Wayne, D.C. 
Cir., 136 F.2d 767, at 769: 


“The purpose of the statute is to make possible 
the adjudication of all issues involved, between all 
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adverse parties, in one proceeding and in one 
forum. The District of Columbia was selected by 
Congress as being the forum in which this funda- 
mental objective of equity can best be achieved 
when adverse parties reside in a plurality of dis- 
tricts not within the same state.”’ 


The court also said (at p. 768) : 


«“ the statute does not require that the ad- 
verse parties appear; neither does it make juris- 
diction depend upon appearance. It provides, sim- 
ply, that if, wpon the filing of a bill it shall appear 
that there are adverse parties residing in a plu- 
rality of districts not embraced within the same 
State, the court shall have jurisdiction thereof. 
Obviously, the purpose of the statute is to make 
jurisdiction depend upon the situation which 4s 
revealed by the complaint. (Emphasis supplied.) 
If the party upon whom the court’s decision de- 


pends was, at that time, actually an adverse party, 
within the meaning of the statute, that is suffi- 
cient . . . That prerequisite having been satisfied 
in the present case, the District Court for the Dis- 
trict of Columbia has jurisdiction.” 


Here the face of the complaint (para. 2) shows only 
that appellee resides in the State of Washington, and 
shows no other adverse party residing in any other dis- 
trict. 

From the above statement it is clear that jurisdic- 
tion of the subject matter in the District Court for the 
District of Columbia is dependent upon strict fulfill- 
ment of the statutory prerequisites—adverse parties 
residing in a plurality of districts. In this regard, see 
also Klwmb v. Roach, Cir., 151 F.2d 374, 377. 
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In this case, appellee alone is an “adverse” party 
under the statute, and he resides in the State of Wash- 
ington. The meaning of the statute in this regard was 
settled by this court in the case of Coe v. Hobart Mfg. 
Co., D.C. Cir., 102 F.2d 270. Construing an earlier ver- 
sion of 35 U.S.C.A. § 146 (35 U.S.C.A. § 72a; 44 Stat. 
1394) the court stated (p. 271) : 


“Plaintiff, the Hobart Company, contends that 
it and defendant Cunningham are themselves ‘ad- 
verse parties residing in a plurality of districts’ 
within the meaning of the Act of 1927. We can- 
not sustain the contention. We think the statute 
contemplates a plurality of parties adverse to the 
plaintiff. Had Congress meant, ‘if it shall appear 
that the plaintiff and defendant reside in different 
districts’, Congress could easily have said so. More- 
over, there was no occasion to allow suit in the Dis- 
trict of Columbia whenever plaintiff and defend- 
ant reside in different districts. Suits under [the 
predecessor of 35 U.S.C.A. § 146] against a single 
defendant have regularly been brought in the dis- 
trict of the defendant’s residence, and may well 
be brought there. There is no good reason why 
Cunningham should be compelled to come, and 
bring his witnesses, from Illinois to the District 
of Columbia in order to defend this suit. 

‘We think both motions to dismiss should have 
been granted.”’ 


The court in Hobart xeversed the district court, 
which had denied motions to dismiss based on lack of 
jurisdiction. 


The rule of the Hobart case was recently followed by 
this court in Chris Laganas Shoe Co. v. Watson, D.C. 


q 


Cir., 221 F.2d 881. In that case the appellant sought to 
obtain jurisdiction in the District Court for the Dis- 
trict of Columbia by joining the Commissioner of Pat- 
ents as an “‘adverse” party. This court stated (p. 882): 
‘‘T¢ the Commissioner is an adverse party, for 
this jurisdictional purpose, in this suit, then every 
suit under §146 can be brought in the District of 
Columbia. We do not so interpret the statute. We 
think §146 permits claims that cannot be enforced 
elsewhere to be enforced here, and does not create 
an option of enforcing here claims that can be en- 
forced elsewhere.”’ 
The court affirmed the dismissal of the complaint by 
the district court. 


The Hobart case was followed by Judge Bastian, 
while still sitting in the district court in Cleveland 
Heater Co. v. Sawyer, 105 F.Supp. 458, decided in 1952. 


It clearly appears, then, on the basis of the Hobart, 
Laganas and Robinson cases that the District Court for 
the District of Columbia had no jurisdiction of the ac- 
tion because the appellant and appellee were not “ad- 
verse parties residing in a plurality of districts” within 
the meaning of 35 U.S.C.A. § 146. 


Appellant, although expressly invoking jurisdiction 
under §146 by attempting to file the civil action created 
thereby, now seeks to ignore the jurisdictional prerequi- 
sites of § 146 by claiming jurisdiction under the general 
patent jurisdictional statute, 28 U.S.C.A. § 1338(a). 
Appellant’s argument is that the District Court for the 
District of Columbia had jurisdiction over the subject 
matter of the action under the provisions of 28 U.S.C.A. 
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§ 1338(a), and thus had the power, under 28 U.S.C.A. 
§ 1406(a), to transfer the action to the District Court 
for the Western District of Washington (Appellant’s 
brief, p. 6). 


Such a contention completely disregards the fact that 
this action was instituted under the provisions of 35 
U.S.C.A. § 146, and not under 28 U.S.C. § 1338(a). It 
was not the general jurisdictional statute upon which 
this action was premised. The very right of action is 
created by 35 U.S.C.A. § 146; this action was expressly 
commenced (complaint, para. 3) under 35 U:S.C.A. 
§ 146. Appellant should not now be heard to say he need 
not be bound by the jurisdictional limitations of the 
special statute. 


It is appellee’s position that the District Court for 


the District of Columbia did not have jurisdiction of 
the action under 35 U.S.C.A. § 146, and that it had no 
jurisdiction under any other statute to review patent 
office interference proceedings, and consequently act- 
ed properly when it refused to transfer the action. 
When a court lacks jurisdiction of the subject matter, 
it has no power to transfer the case to another court 
under 28 U.S.C.A. § 1406(a). First Nat. Bank of Chi- 
cago v. United Air Lines, 7 Cir., 190 F.2d 493. (Re- 
versed on other grounds, 342 U.S. 396). And see dis- 
cussion of this point by Judge Dimock in Petroleum 
Financial Corporation v. Stone, 116 F.Supp. 426 
(1953). 


Because of what has been said above it is appellee’s 
position that the service of the Marshal in the Western 
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District of Washington was ineffective to achieve ju- 
risdiction over the person of appellee. The effectiveness 
of such service is dependent upon the fulfillment of the 
statutory prerequisites of 35 U.S.C.A. § 146. As noted 
above, the appellant failed to meet those prerequisites 
and thus the territorial limits of personal service, as 
set forth in Rule 4(f), Federal Rules of Civil Proce- 
dure, should control. 


Even If This Court Determines that the District Court 
Had Jurisdiction Over the Subject Matter (Which 
We Contend It Did Not), 28 U.S.C.A. §1406(a) 
Should Not Be Applied. 

Section 1406(a) of 28 U.S.C.A. provides: 

“The district court of a district in which is 
filed a case laying venue in the wrong division 
or district shall dismiss, or if it be in the interest 
of justice, transfer such case to any district ... 
in which it could have been brought.” 

Appellant, arguing from its basic (though errone- 
ous) premise that the district court had jurisdiction 
of the subject matter under 28 U.S.C.A. § 1338(a), 
contends that the district court should have trans- 
ferred the action instead of dismissing it. Appellee, of 
course, denies that the district court had any juris- 
diction over the subject matter of the action which it 
could have transferred. But assuming, for the purpose 
of argument only, that it dj have such jurisdiction, 
appellee is of the opinion that justice would not be 
served by such a transfer. 


Section 1406(a) directs a district court to take one 
of two possible courses of action where venue has been 
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improperly laid. The court is first directed to dismiss 
the action, and this course is given primary emphasis. 
Or the court may, “‘if it be in the interest of justice, 
transfer such case’’ to the proper district. This latter 
course of action was provided for by Congress in 1949 
when it amended § 1406(a). It was intended by Con- 
gress in amending the statute to lay primary emphasis 
on the dismissal course and to provide for transfer only 
if “‘in the interest of justice’ it appeared proper. 
Jones v. Radio Corp. of America, S.D.N.Y., 129 F. 
Supp. 440. 


The amendment to § 1406(a) was enacted to prevent 
injustice in cases where although the court has juris- 


diction of the subject matter venue is improperly laid 
and the statute of limitations has since run preventing 


a new filing in the proper district. In such cases trans- 
fer may be had to any district in which the action 
could have been brought. 


Appellee denies that appellant should be given the 
equitable relief available to a deserving plaintiff under 
§ 1406(a). General Foods Corporation, one of this na- 
tion’s large companies, lost the interference proceeding 
and instituted this civil action prior to assignment. Ap- 
pellant’s assignor has been represented by experienced 
counsel long engaged in the patent field. Appellant’s 
assignor thus should be presumed to know that the 
only proper jurisdiction for this action was in the 
Western District of Washington. Nevertheless, the ac- 
tion was deliberately filed in the District of Columbia 
on the last day when too late to file in the Western Dis- 


Il 


trict of Washington. Because of this the appellee was 
required to go to the trouble and expense of asserting 
his rights 3,000 miles from his home. 


In this posture of affairs, the equities are in favor of 
the appellee, and justice would not be served by the 
transfer of this action. 


Appellee also wishes to point out that transfer under 
§ 1406(a) may be had only to a district “in which [the 
action] could have been brought.”’ The instant action 
was filed on the last day for filing in the District of 
Columbia. Although it was theoretically possible to file 
the action in the Western District of Washington on 
that day, it was in fact impossible so to do. The action 
was filed too late in the District of Columbia to have 
been brought in the Western District of Washington. 


Appellant cites numerous cases in support of its ar- 
gument for transfer (Appellant’s brief, pp. 8-14). 
These cases are distinguishable from the case at bar. 
Most of them are based on long-standing principles of 
admiralty law. In all of them real hardship is apparent. 


In Orr v. United States, 2 Cir., 174 F.2d 577, it was 
held that the district court improperly dismissed a 
libel on the ground that the suit had not been brought 
in the proper district. The court considered 28 U.S.C.A. 
§ 1406(a) as allowing the transfer of an action ‘‘where 
jurisdiction exists and there is nothing to prevent its 
exercise but the lack of proper venue.’’ The case is an 
admiralty decision. The court took note of section 2 of 
the Suits in Admiralty Act, 46 U.S.C.A. § 742, which 
provides that suits against the United States may be 
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brought in the district in which the party suing resides, 
or in which the vessel or cargo charged with liability is 
found. The case appears to have been decided purely on 
admiralty law principles and thus should not be applied 
in the instant case. 


Appellant also cites Orion Shipping and Trading 
Company v. United States, 9 Cir., 247 F.2d 759. This 
also is an admiralty case. The court there held that § 2 
of the Suits in Admiralty Act, 46 U.S.C.A. § 742, gave 
the district court jurisdiction, and that transfer 
rather than dismissal was the proper method of dispo- 
sition of the case. The Orion case, like Orr, turns upon 
considerations peculiar to admiralty law and the rule 
of the case should not be applied to the case at bar. 


Appellant relies on Internatio-Rotterdam, Ine. v. 


Thomsen, 4 Cir., 218 F.2d 514. Like Orr and Orion, 
Thomsen is an admiralty case. It too was decided on the 
basis of principles peculiar to admiralty law. At page 
515 of the court’s opinion, it is said: ‘It is proper to 
institute a suit in admiralty in a district in which there 
is no person who can be served with process and no 
property which can be seized ....” And in a footnote 
(p. 516) the court stated: 
“A suit in admiralty must be distinguished in 
this respect from a civil action, based on diversity 
of citizenship in which venue is limited by statute.”’ 


Appellant relies on Schiller v. M it-Clip Co., 2 Cir., 
180 F.2d 654, as standing for the proposition that a 
civil action may be transferred to another district to 
correct venue where the transferring district has juris- 
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diction of the subject matter of the action, but not of 
the person of the defendant. We do not disagree with 
the statement of the rule, but the case is questionable 
authority for such a rule. The court in Schiller appar- 
ently was unwilling to upset what it deemed a discre- 
tionary action of the district court—the granting of a 
transfer on its own motion even though the defendants 
in the action had requested a dismissal. The defendants 
apparently acquiesced in the court’s action and the 
plaintiff sought mandamus to compel the district 
court to revoke the transfer. The court stated: 


‘The infirmities of the appeal are exceeded only 
by the hardihood of the plaintiff in taking it. It 
has never been suggested in any court at any place 
or at any time, so far as we are aware, that a 
corporation becomes ‘present’ so as to be subject 
to suit in personam, unless it has pursued some 
more or less ‘continuous’ activity within the juris- 
diction. The single excursion of the treasurer was 
utterly insufficient to give the district court any 
power to proceed against it; and the action has 
abated against the treasurer personally, because 
of failure to serve him... . True, the defendants 
did not ask for a transfer under §1406(a) ; but for 
a dismissal. However, the plaintiff cannot com- 
plain because he has not suffered the dismissal 
which he so richly deserved . . . . Whether we 
should have any jurisdiction, either by appeal, or 
by mandamus, to review such an order, we need 
not decide. We dismiss the appeal and deny the 
motion.” 


It would thus appear that Schiller is hardly a case 
supporting the rule advocated by appellant. 
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Appellant states that the Schiller case was subse- 
quently followed by the District Court for the South- 
ern District of New York in Petroleum Financial Corp. 
v. Stone, 116 F.Supp. 426. The district court in that 
ease followed Schiller, but did so with some doubts. 
After questioning the correctness of the Schiller case 
and an attempt to distinguish it as going on anti-trust 
law principles, the court stated: 


‘Although I entertain serious doubts upon the 
matter, I will follow what the language of the 
Court of Appeals indicates to be the law of this 
‘Cireuit and that is that a District Court has power 
to transfer to another district a case in which a 
complaint has been filed but personal jurisdiction 
over the defendants has not been obtained.”’ 


The other cases cited by appellant relate to its argu- 
ment that justice will not be served unless the requested 
transfer is granted. 


In Wilt v. Smack, D.C. Pa., 147 F.Supp. 700, the de- 
fendant answered and pleaded the bar of the statute of 
limitations. It appears that the court there had juris- 
diction over the person of the defendant. 


In United Transit Co. v. United States, D.C. Tenn., 
158 F.Supp. 856, the defendant answered and chal- 
lenged the court’s jurisdiction over the plaintiff, a Dela- 
ware corporation. 


In Schultz v. McAfee, D.C. Maine, 160 F.Supp. 210, 
the court found a waiver of the right to have the action 
transferred. It thus appears that in all three of these 
cases the court had jurisdiction over the parties, and 
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hence the cases are not strictly applicable to the facts 
of this case. 


CONCLUSION 
In essence the appellant here seeks to avoid the spe- 
cial jurisdictional prerequisites of 35 U.S.C.A. § 146, 
the statute which created the cause of action, and 
the only statute upon which jurisdiction could have 
been founded. 


It is appellee’s position that the special jurisdictional 
prerequisites of 35 U.S.C.A. § 146, as interpreted by 
the Court of Appeals for the District of Columbia in 
the Hobart and Robinson cases, were not met in this 
ease and that because of this fact the District Court for 
the District of Columbia obtained no jurisdiction over 
the subject matter of this action. It accordingly prop- 


erly refused to transfer the case and dismissed the ac- 
tion. The judgment of the District Court for the Dis- 
trict of Columbia should therefore be affirmed. 
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